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1 Introduction

The action for passing off is base
goods under the pretence that the
that can be very useful in preventi
good name and, particularly in ligh
protection for more than just goods
up”, and can address misreprese
services but also to those conce
association and licensing.

t, “A man is not to sell his own
r man”. This results in an action
taking unfair advantage of your
o the action, offers considerable
protect your name and your “get-
ly to the origin of products or
peyond to misrepresentations of

2 The Ingredients: The Classic T

Passing off, unlike an action for the
remedy — there is no prescribed 8
developed over the years by the cd
act or infringement of a right that
flexibility but can also mean that ag
to explain passing off and to give 4
for should you choose to take such

red trade mark, is not a statutory
ead, it is an action that has been
a “tort” — defined as a wrongful
his gives the action an inherent
omplex. This guide is designed
ht to expect and what to look out
r party.

Passing off consists of three main ‘classic trinity”. These are:

» Goodwill belonging to the clai
* Misrepresentation made by the

» Damage to the claimant’s good representation.

We will consider each element in {

2.1 Goodwill

“The benefit and advantage of the ¢ d connection of a business. ltis

the attractive force which brings in (

Goodwill is the magnetism that b
which distinguishes a new busines
not had the opportunity to accum
within which the claimant must ha
to the date on which the alleged in
been generated by all use of the na

antly, it is also often something
e — the former having generally
period considered by the courts
this will generally be all time up
passing off) begins and will have
orth up to that point.

Although not tangible, goodwill is a
other property, for example, by asg
law.

such can be transferred like any
intestacy, or by operation of the
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2.1.1 Goodwill in Names, Logos,

The focus of goodwill is often a na
packaging, advertising style, trade
can protect the overall goodwill of
uses another’'s name in such a wa
confusion and diverted custom, thig
Indeed it is not even necessary {(
giving the misleading impression t
(for example, as a branch or divisio

er, relate to many things such as
b a trade mark, then, passing off
n individual marks. If one trader
deceive the public, thus causing
nd basis for a passing off action.
other business entirely — even
e way connected with the other
W passing off action to succeed.

Goodwill can be acquired even in ¢
secondary meaning before the cou
a high barrier to pass, and with go
for anyone to use from being mo
happen, with distinctive names beq
Linoleum recently?

br the term must have acquired a
er has goodwill in it. This is thus
pmmon terms that should be free
raders. The opposite may also
u used your Hoover to clean the

If your packaging, trade dress, o
acquire goodwill in it. If it can be 3
this way, the courts may accept th
Jif Lemon. Often it will be the cas
logo on the product. This will n
however. The infringer need not ¢
part or parts that have been copied
product with the aggrieved trader.
the case for passing off will likely b
the original, however, the ingred
misrepresentation) may not be pres

listinctive it may be possible to
ognise your goods or services in
A prime example is the famous
hder puts their own name and/or
successful passing off action,
D in its entirety provided that the
e public to associate the original
onger the similarity, the stronger
appears to draw inspiration from
passing off action (particularly

As for advertising style, while we
subsist, it is important to note that t
to demonstrate that the public as
trader. Certainly we would expect t
this regard than, say, Virgin or Aj
demonstrate sufficient goodwill.

of things in which goodwill may
d that in practice it will be difficult
» of advertising with a particular
ve considerably more difficulty in
examples, it may be difficult to

2.1.2 Building Up Goodwill

In order to build up goodwill, one
wide. Thus, authors, performers, ¢
all examples of “traders” from a pas

inition of trader, however, is very
unincorporated organisations are

Generally speaking, goodwill will o
there may be some situations in w|
instances, however, this effect will
trading begins.

nce trading has begun; however
blicity has some effect. In most
will builds up more rapidly once

Goodwill may also remain for some
to decline when trading ceases,
therefore, the greater the extent of
longer goodwill will last. There m
some future point. This is particul:
or closes temporarily for some rea

pased. Whilst goodwill will begin
alive for some time. Clearly,
established one’s reputation, the
e of intent to resume trading at
here a business changes hands
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if a business decides to rebrand
a dispute it will be for the court to
or whether it continues to be (as
Goodwill will not disappear
absence of the ongoing use of a
b, a trader will not be entitled to

A related issue is that of residual g
either itself, its products and/or its S
decide whether that business has
described above) the attractive f
immediately, but it is reasonably sa
particular mark or an intention to
protect that mark indefinitely.

2.1.3 Location, Location, Locatio

While a trade mark applies thro
regardless of the locale of a trade
in passing off actions. Some busin
nation-wide goodwill. Businesses
that their goodwill is more confined
particular name in Plymouth may h
area, but that would be unlikely to
using the same name in Nottingha
applies only in the context of passi

broadly if it is so registered)
ecessarily the case with goodwill
Across the country and thus have
cular locales, however, may find
een trading for 30 years under a
putation and goodwill in the local
preventing another trader from
st emphasise again that this rule
de marks.)

It should also be noted that the j
importance — it is the reach of th
important. If the aforementioned
throughout the UK, it would argua
broader geographical area extendi

Ss is not necessarily of primary
ion of its customers that is more
sold goods online to customers
e of demonstrating goodwill in a
ale.

penefit and a hazard. It enables
res the potential importance of
d more widespread protection is

The geographically limited nature ¢
traders to use names more free
registering a business name as a
desired.

2.1.4 Ownership of Goodwill

5 does not have to be the case.
of a group of businesses. The
pature of a product that multiple
e some guidance as to who will
Note that these are general rules
sessed individually on the facts.

Goodwill will often be owned by a
You may, for example, share gooc
shared goodwill may, for example
businesses have in common. The
normally own the goodwill in com
only and that, in the event of a disp
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Who owns the goodwill (generally

 Employer / Employee: Generg Siness as a whole, not individual

employees that will own goodwi

der that accumulates and owns
bld out as the sole source of the

* Manufacturer / Trader: Gener
the goodwill (unless, for examp
goods);

* Foreign Business / Local Rej
who customers recognise as be

speaking, this will depend upon
fucts or services;

e Writer / Publisher: Generally s
the owner of the goodwill.

he publisher or employer will be

Clarity and forward-planning are vi
can arise in situations where the (
subsidiaries, agents, distributors or
situations the ownership of goodwil
using, for example, an express ter

shared goodwill. Complications
for example, situations involving
b important to ensure that in such
pjinning of a business relationship

In the absence of express provisiqg
goodwill in the event of a conflict.

s to determine the ownership of
ken into account include:

e Whether the products or servic
particular, identifiable trader;

b strength of the reputation of a

¢ \Who the public perceives to be
products or services;

acter, attributes or quality of the

e Who the public would blame if ere flawed;

e Who is actually responsible fa
services; and

bs or quality of the products or

e The support that a particular
guestion.

that they own the goodwill in

Shared goodwill can also take t
common in situations where multip
particular mark to denote their
Champagne and Swiss Chocolate.
care should be taken to avoid mak
using the Champagne example, a
permitted to call their product “We
from the Champagne region of Fra

oodwill”.  Collective goodwill is
articular class, all of whom use a
ss.  Popular examples include
fact a member of a class, great
hat they are. To further illustrate
e based in Devon would not be
Only producers of sparkling wine

Goodwill, then, is a valuable busin
but it is not without limits and shou
actual trading is needed both to c
shared with other businesses, just
establish the parameters of that ow

S a piece of tangible property —
d accordingly. As a general rule,
it and in cases where it is to be
broperty, care should be taken to

2.2 Misrepresentation

This, the second requirement for a
the source of products or services.

tion, at one time only referred to
esentations regarding the quality
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of products or services or regardin
context of passing off. Neverthel
remains perhaps the most relevant

traders are also important in the
ation, as it is commonly known,

trader is the source of products

products may be manufactured

— manufacturing goods using

* Control: this may occur when
some kind of control or respo
that the mere suggestion of a ¢

quality of another’s products or

Examples of misrepresentation ing
* Classic Source Misrepresent

e Quality: particularly relevant i
relevant in situations such as th

but still using the name or mark

off — it must be such that it ay

blic into believing that another

tage of that trader’s reputation.
rios where seemingly identical

reign markets. This can also be
he context of collective goodwill
m outside of a particular region
lar quality or region.

ggests that another trader has
ts or services. Note, however,

ader may not amount to passing

one party is responsible for the

Misrepresentations may be obvio
represents that their goods are t

express. Misrepresentation may [
their products or services that are s

Misrepresentation doesn’t always

services as being those of anoth
misrepresenting someone else’s pr

2.2.1 Does Misrepresentation Ha

No. It is important to note that

perfectly innocent but still be the
constitute misrepresentations; eve

It is the consequences of a trader’s

Great care, then, is required when

it does not (whether mistakenly or
Practical steps may be taken to &

“Jones” and you wish to open a ha

a well-established business “Jones
may be prudent to first discuss yq

previously established business.
that certain parameters need to be

2.2.2 Does There Need To Be A G

While in many passing off cases

requirement for a successful pass
further apart the sectors of the trag

and a bookstore vs. a greengroce

confused (or be likely to be confus

businesses.

tion in which one trader falsely

some cases they may not be

where a trader uses marks with

d by another.

isrepresenting their products or

50 entail the reverse: one party

g theirs.

t. A misrepresentation can be

ff action. True statements can

rticular, their effect on the public.

get-up in business to ensure that
mimic that of another business.
For example, if your name is

s Hardware” in the same town as

er another “Jones Hardware”), it
ame with the proprietors of the
possible, but it may be the case

y, in any case, is due diligence.

y?

pn field of activity, this is not a

ciple relevance will be that the
e] example, a stationery retailer
likely it is that the public will be

bre iS a connection between two
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This may not, however, be the cas
show a tendency to diversify a lot.
any products or services bearing
with the brand will indeed be from t

rands — particularly those which
lic are more likely to believe that
some other attribute associated

2.2.3 The Effect Of Misrepresents

At the heart of misrepresentation i
they likely to confuse, the public or
that the “public” refers not to ever
public. In the case of source misre
the aggrieved trader. Simply put,
products or services in question. |
— for example when dealing with
may care a lot less — when pur
example. This will have a direct be

rader’s actions confused, or are
First of all, it is important to note
Rather it refers to the relevant
e public will be the customers of
wverage consumer will be for the
nt public may be quite discerning
m services — but in others, they
sities from the supermarket, for
t) the public are to be confused.

2.2.4 Evidence

Evidence of confusion is not a reg
however, that it isn’t useful. In the ¢
or not there is a likelihood of conf
basis of evidence introduced by
evidence of actual confusion may
one thing, a lack of presentable e
simply be that customers were not

off action. This does not mean,
pe for the court to decide whether
er the courts often do so on the
te. On the flip-side, a lack of
won’t necessarily be fatal. For
ere isn’'t any out there — it may

2.2.5 Timing

Timing is important when cons
misrepresentation must take plac
similarity between two products o
has been opened, a successful acti

pn.  Generally speaking, the
If, for example, the confusing
5t-purchase, once the packaging
not be possible.

hat where a manufacturer’s label
the time to focus on is that after

Some speculate that there may be
is visible long after purchase (suc
purchase.

The confusion must also be more {
customer will realise their mistak
misrepresentation will lily not have
(for example, in the case of a free-t
with reference to the damage wh
passing off. If it is quickly dispelled

sequential. In other words, if the
ision to purchase, the requisite
also not be a point of sale per se
ase confusion may be assessed
| confusion lasts, there may be
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2.2.6 Assessing Misrepresentatia

The following points will help to
considered deceptive (and thus pr

isrepresentation is likely to be
ng off action):

ion even if the mark is used in
btween marks or fields may be

e Distinctiveness: More distinct
different fields; less distinctivg
enough to avoid passing off.

e Similarity: Imperfect recollect
opportunity to compare names
names or marks as a whole a
focus is largely the same (for e
the part on which the public are

Customers may not have the
The courts will also look at the
if any) is different. If the main
ssion given is the same), that is
purchasing decisions.

¢ Fields of Business: The close
under 2.2.2.

¢ Location: Given that, as noted
follows that there can be no act
place in a different area.

* The Nature of the Market: Alsg
services is such that customer
small differences may be suffic
where purchasing decisions arg
small differences may not be e

, but note the comments above

dwill is geographically limited, it
n if the activity in question takes

, if the nature of the products or
pntion and be highly discerning,
ntation. Conversely, in markets
sideration for small details, such
bntation.

P 2.1 that intent is not relevant, it
br can show that the would-be

e Intention: Although it has been
can still be helpful if in a disf
defendant did intend to delibera

¢ Disclaimers: Disclaimers can
they must be noticeable (as no
The disclaimer must also nor
otherwise be a misrepresentatig

correct a misunderstanding but
ark or description itself, in fact).
's attention before what would
it is to be considered effective.

hat the use of a name, mark or
It be any likelihood of confusion.
, however. Subtlety is a virtue,
passing off may have a greater

* Parody: On a related point to (
similar is intended to be parody
Great care must be taken to e
but if the comedic effect is to(
chance of success.

2.2.7 Descriptive Words - A Warn

Great care is advised when dealing
to keep these open for use by eve
generic terms when choosing a trac
using the action for passing off. Tg
traders need to jump a high hurdle
that word with them and nobody els

As a general policy, the law aims
tter to avoid using descriptive or
icult to protect that name later on
f action when using such words,
hte that the public now associate
ely be very hard to demonstrate.
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2.3 Damage

The third element of a successful
Ultimately, of course, the aggrieve
harmed. There are, however, a
common forms follow.

e divided into a variety of types.
ate that their goodwill has been
h this may happen. The most

Loss of Trade and Profits
The most common type of damag
where both traders are dealing in §
of business.

likely only to occur in situations
bs and/or operate in similar fields

Loss of Potential Trade and Profi
This type of damage may also be t
if a trader intends to expand into a
future and another trader moves in

chance to expand. It may apply
bcation or field of business in the

Loss of Licensing Revenues
Extending from the previous typ€
offending trader’s conduct under
name or mark, thus resulting in the

applies in situations where the
ler's ability to licence their own
revenues.

Damage to Reputation
In cases where one trader misreprg
of another, not only will the aggrie
their reputation will be damaged.
where a trader sells the goods of
misrepresents them as being of suj
(and thus their goodwill) could bé
products of a higher quality and
received.

inferior) goods are in fact those
bs, but they may also allege that
AN also be relevant in situations
tly attributing them to the other,
scenario, the supplier’s reputation
would be expecting to receive
Sappointed in what they actually

Dilution
This type of damage takes a s(
misrepresentation results in a trade
a result, the name or mark’s ability
undermined. Dilution may also b
example, where a group of traders
in such a way that it essentially ove

and may be relevant where a
ing familiar or commonplace. As
D summon up particular values is
involving shared goodwill — for
And one begins to use that name
hers using the name.

3 Practicalities and Conclusions

The common law tort of passing off
business names, logos, trade dres
ensures that those who do not
registration are not left without pro
traders and partnerships in partic
names that would be difficult (if n
based on personal names or geogr

d useful tool for the protection of
it can be particularly useful as it
ity and expense of trade mark
tance for small businesses, sole
es at least some protection for
r as trade marks such as those

Whether you are seeking to put g
being found guilty of passing off
notes — is care and due diligenc
ensures that you will be less lik

S actions or to avoid mistakenly
5 emphasised in these guidance
market and your fellow traders
d on someone else’s goodwill.

© Simply-Docs — BS.IP.GN.03 Passing Off Guig 8of 9



Similarly, it will help to ensure tha
treads on yours, the matter can be

As is the case with many forms of
infringement it shares the essent
preferable to resolve potential disp
party should be put in a position t
that legal action so often involves.

can often be a useful first step — p

their actions and wish them to s

guestion is inadvertent, we would s

where substantial sums are involve

These guidance notes have sought

in order to give businesses an ideal

what to expect. They do not, h

discourage the taking of any action

her inadvertently or deliberately)
D much harm is done.

ough passing off is not strictly IP
r purposes here), it should be
resorting to legal action. Neither
al investment of time and money
ding of a cease and desist letter
br on notice that you are aware of
ations where the passing off in
ould go no further. In situations
be desirable.

oduction to the tort of passing off
oth internally and externally) and
f legal advice and we strongly

our goal is simply to help ensure th
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I should you choose to.
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